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Tenr petitioner, PAI HIPPOS PKIHTIHG CO., LTD., a 
corporation zosiding at 1-1, Iehigaya-Kaga-CJ»o 1-Chome, Shinjnhu- 



Ktt, iokyo-To, JAPAN, r^resents that it im thm aole assignee e£ 
the entire right, title and Interest in U.S. Patent A|>plieation 
Serial Mo. 09/879,121 filed Jtine 13, 2001, as evidenced by an 
aasignment from the inventors of the above-identified patent 
. ^aplieation . That assign&ent decment (eopy ai:tached) was 
recorded in the U.S. FTO on March 26, 1998, at Reel 9057, Frame 
0262 (the Asaignaent was recorded- W parent application Serial 
Ho. 09/029,848, filed Marc^ 9, 1998, new U.S. Patent No. 
6,271,965). Your petitioner, DAI NIPPON PRINTING CO., LTD., 
hereby dlselaias the terminal part of any patent granted en the 
above-identified application, which would extend b^ond the 
expiration date of U.S. Patent No. 6,271,96S, and hereby agrees 
that any patent so granted on the above-identified application 
shall be enforceable only for and during such period that the 
legal title to said patent shall be the.saae as the legal title 
to U.S. Patent No. 6,271,965, this agreoent to run with any 
patent granted on the above-Identified application and to be 
binding upon the grantee, its successors or assigns. 

In making the above disdaiaer, petitioner does not disclaim 
the terminal part of any patent granted on the above-ideatifiad 
application that would extend to the expiration date of the full 
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of titX. o* tl.. potont .ppXictio. id«.ti,i«. 
b..t o* mutor.i„.a.3 k«o.i«^o «^ boii.,, titXe i. i. th, 
aasignoa identified above. 

»*e undoraignod i. aa attora,, ot record. 
I declare that au .t.t.»„t. herein of o„ 

«e trae. aad that .XX .tate«at. «de oa i«or«tio. 
and belie, are belie^d to be trae; and farther, that these 
.t.t-«>t. are -ade eith the taoeledge that .iii,aX faXa. 
atate^nta, and the Xike ao «ad., are p»i.hable by tine or 
i^.ri.on««.t, or both, ander Section X.OX, ,itl. x. o, the oaitad 
State, code, and that ««,h ailXfal ,.X.. atat-i-nt. -ay 
leop.«Ur. the vaXidit, o. th. .^Xicatioa or ^ p.t«.t ..^.^ 
thereon . 
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COPIES OF LISTED ITEMS 

5. A copy of each listed patent or publication or ott^r item of information in written Um, or at least the pertinent portions thereof, e 
attached. 

SERVICE OF PAPERS 

6. (a) p Service of a complete copy of these papers was made by depositing a copy (cop^) of these papers with the Unit^ 

States Postal service on , each with sufficient postage as first class maD in an envelope(s) addr^sed to the following: 



Mr. Otto Lee, Esq. 
Intellectual Property Law Group LLP 
OM Bank of America BuikSng 
12 South First Streat12fi> Floor 
San Jose, California 951 1 3 



ACKNOWLEDGEMENT OF PROTEST BY PTO 



7. 



Please acknowledge receipt of this protest by stan(»ng and retumii^ the 
attached self*addressed {K>stcard. 

Plea^ also acknowledge entry of this protest in the reissue application fite. 

IDENTIFICATION OF PROTESTOR 



Date: January 13. 2004 



(type or pnni rmie (^pr^osior) 



Sign$tm<^Pro^H)TReg, No.: 43,538 



Tel. No.: (202) 344-8011 
Customer No.: 26994 



P.O. 80X3438$, 



P.O,Addms 



0' 




OC2-OOCS1-51S175 



3 



This Page Is Inserted by IFW Operations 
and is not a part of the Official Record 



BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of 
the original documents submitted by the applicant. 

Defects in the images may include (but are not limited to): 

• BLACK BORDERS 

• TEXT CUT OFF AT TOP, BOTTOM OR SIDES 

• FADEDTEXT 

• ILLEGIBLE TEXT 

• SKEWED/SLANTED IMAGES 

• COLORED PHOTOS 

• BLACK OR VERY BLACK AND WHITE DARK PHOTOS 

• GRAY SCALE DOCUMENTS 



IMAGES ARE BEST AVAILABLE COPY. 



As rescanning documents will not correct images, 
please do not report tlie images to the 
Image Problem Mailbox. 
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\}S. Pat«t and TrademaA (Mkt 
Commissions of Patents and Trademarks 

In re Goldstein 

Decided September 1, 1988 
Released August 29, 1990 

PATENTS 

!• Practice a^ procedure In Patent and 
Trademark Office — Attmieys and 
agents (§110.07) 

Practice and procedure in Patent and 
Trademark Office — Prosecution — * 
Applicants for patent (§110.0917) 

Title — Assignments (§150.03) 

Attorney's petition to continue as sole xt^ 
resentative ot patent applicants is denied, 
since after filing date two of six inventors 
assigned their interest in application to one 
company and remaining inventors assigned 
their interest to second company, since nei* 
ther assignee alone has sole right to control 
prosecution of application in that neither 
assignee owns entire interest in application, 
and since revocation of petitioner's power of 
attorney by one assignee therefore bars peti* 
tioner from continuing as sole representative 
of both ownership interests; correspondence 
with Patent and Trademark Office regard- 
ing application must be signed by counsel for 
both assignees, since 37 CFR 1 .33(a) prohib- 
its correspondence with more than one attor- 
ney or agent* 



Apidication for patent by six unnamed 
inventors, filed January 8, 1987. On petition 
of attorney Jorge A. Goldstein to continue as 
sole representative of record for application. 
DeniM. 

[Editor's note: the names of the inventors 
and their assignees and the serial number of 
the application in this case have been with- 
held by the Patent and Trademark Office.] 

Jorge A. Goldstein, of Saidman, Sterne, 
Kessler & Goldstein, Washington, D.C., 
for petitioner. 

S. Leslie Misrock, of Pennie & Edmonds, 
New York, N.Y., for parties opposing 
petition. 

Denny* deputy assistant conmdssioner ita 
patents. 



Jorge A. Goldstein, Esq., (hereafter "^peti- 
tioner^) filed on July 6, 1988 a paper entitled 
REQUEST TO CONTINUE AS REPRE- 
SENTATIVE OF RECORD in patent ai>- 

plication Serial Na filed A 

REVOCATION AND POWER OF AT- 
TORNEY and a RESPONSE TO RE- 
QUEST TO CONTINUE AS COUNSEL 
were filed on July IS, 1988 and July 28, 
1988, respectively, by counsel representing 
an owner of an undivided part interest in the 
patent application. 

The REQUEST is treated as a petition 
under 37 C.F.R. §1.182. In his cover letter 
accompanving the REQUEST, petitioner 
authonzed the Conrniissioner to charge any 
required fee to Deposit Account No, 
19-0036. The peUtion fee of S140.00 (see 37 
C.FJl.§§1.17(h) and 1.182) is charged to 
that account. 

I conclude, for the reasons given below, 
that petitioner may not continue as the sole 
representative of record. The REQUEST is 
denied. The record shows that petitioner 
alone cannot represent the interests of a// the 
named inventors and those deriving title 
therefrom because the owners of an undivid* 
ed part interest in the patent application 
have revoked petitioner's power or attorney 
and appointed new counsel to represent their 
interests. 

In order to assure that all interests are 
properly and eflTectively represented, all fur- 
ther correspondence to the Patent and 
Trademark Office (PTO) must be signed by 
petitioner and by counsel for the ownership 
mterest which canceled petitioners power of 
attorney. Dual correspondence will not be 
permitted and the PTO will continue to cor- 
respond with petitioner, who will remain 
responsible for coordinating replies or sub- 
missions to the PTO. 

Petitioner and counsel for the part interest 
are reminded that the statutory period for 
response in the patent application expires 
SeptenUfer 14. 1988. 



BACKGROUND 



enti- 



Patent application Serial No. 

tied was filed in the PTO by petition- 
er on January 8, 1987 in the names of Inven- 
tors A, B, C, D, E and F The 

application was filed without oath. 37 C.F.R. 
il.S3. 

After the filing date , inventors A 

and B assigned their right, title, and 

interest in the invention to Company X ' 



* The assignment was executed by both inven- 
tors on and the paper was recorded in the 

PTO at on. 



1964 
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and the remaining inventors assigned their 
right, title, and interest in the invention to 
Company Y,' On July 17, 1987 petitioner 
filed a dedaration signed by all the inventors 
appointing petitioner as their counsel. Peti* 
tioner also filed assignments for recordation 
transferring the appropriate interests of the 
inventors to Company X and Company Y, 
which assignments were duly recorded.' 
The record owners, therefore, are Company 
X and Company Y. 

At the time the patent application was 
prepared. Company X and Company Y were 
cooperating to develop new products. It ap- 
pears however that later the previous good 
feelings between the companies were re- 
placed with hostilities and during this time 
petitioner concluded that the inventive entity 
was in error. He concluded that the inventors 
who assigned their interests to Compan]^ Y 
were not inventors of the claimed subject 
matter. Company Y and the three inventors 
who assignea their interests to Company Y 
disagreed and maintained that all five indi- 
viduals originally named as inventors are 
joint inventors here. 

Petitioner filed his REQUEST setting out 
the above-indicated facts and asked for a 
pro ruling that he be permitted to remain as 
attorney of record in the application.* Com- 
pany Y and the three inventors associated 
therewith filed a revocation of the power of 
attorney of petitioner and appointed new 
counsel to represent their interests in the 
application. The same group also filed a 
response to the request — throu^ new coun- 
sel — and advanced the position that the 
facts of this case call for dual correspondence 
with each of counsel for the Company X 
group (petitioner) and counsel for the Gun- 
pany Y group. 



ANALYSIS 

[1) Although A and B transferred 

all of their interests in the application to 
Company X and C, D and E trans- 
ferred all of their interests in the application 
to Company Y, the interest of each Com- 
pany X and Company Y is an undivided part 
mterest in the application. By law, neither of 



'The assignment was executed by all three 

inventors on and recorded in the PTO at 

on 

' See footnotes 1 and 2. 

*The cxhibitt accompanying the REQIJEST 
were not relied on for the present determination as 
none of the documenu were signed or bore cri^al 
signatures of all the indicated signatories. 



the assignees is an owner of the entire inter- 
est in tte application and may not control 
alone the prosecution of the application. The 
assignees may agree jointly on a common 
representative but the facts in this case show 
conclusively that there is disagreement. 
Commissioner Robinson remarked in Ex 

S arte Harrison, 1925 CD. 122, 123 (Conun. 
at. 1924), '*Under the [Patent Office] rules 
the assignee of an entire interest is entitled to 
control the prosecution of the application, 
but the assignee of the part interest is not.*" 
Since Company Y — as well as Company X 
— is an assignee of a part interest only in the 
application, neither assignee has the sole 
right to control the prosecution. The present 
rules contain no indication that the philos- 
ophy expressed by Conunissioner Moore 
over sixty years ago is not applicable today.' 
37 C.F.R. §1.32 provides: 
The assignee of record of the entire inter- 
est in an application for patent is entitled 
to conduct the prosecution of the applica- 
tion to the exclusion of the inventor. 
37 C.F.R. S 1 -33(a) provides in part appro- 
priate to this ruling: 
Amendments and other papers filed in the 
application must be signed: (1) By the 
applicant, or (2) if there is an assignee of 
record of an undivided part interest, by the 
applicant and such assignee, or (3) if there 
is an assignee of record of the entire inter- 
est, by such assignee, or (4) by an attorney 
or agent of record, or (5) by a registered 
attorney or agent not of record who acts in 
a representative capacity under the provi* 
sions of [37 C.F,R. j §1 .34(a). Double cor- 
respondence . . . with more than one attor- 
ney or agent . . . will not be undertaken. 
In this case, even thou^ the inventors 
have parted with all of their interests (and 
therefore have no right to prosecute the ap- 
plication), the ownership interest of each of 
Comi^ny X and Company Y is less than the 
entire interest in the application. Having less 
than the entire interest, neither Company X 
nor Company Y alone may control the case 
prosecution. The revocation by Compamr Y 
of petitioner's power of attorney, therefore, 
mandates that petitioner nuiy not contintie 
as the sole representative of the ownership 
inters in this case. Correspondence with 



' See also £x parte Sandstrom, 1904 CD. 486, 
487 (Onnm. Pat 1904) where Commissions Al- 
len observed that *^he inventor is permitted to 
posecate the case to the exclusion of every one 
save the assignee of the entire interest** Here, of 
course, all inventors have assigned their inUrests 
to either Company X or Company Y, making 
Company X and Company Y the joint owners of 
the application. 
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the FTO must be signed by counsel for both 
ownership interests. 
The petition is DENIED. 



VS. Pttrat ua Tradcnuirti Office 
Commissioner of Patoits and Tradcnmrks 

In re Klein 
Decided October 22, 1990 



PATENTS 

1. Practice and procedure In Patrat and 
Tradonark Office — Attorney and 
agents (§110.07) 



JUDICIAL PRACTICE AND 
PROCEDURE 

Procedure Attorney misconduct 

(§410.34) 

Petition, filed under 37 CFR 10.170, seek- 
ing relief from decision suspending attorney 
from practice before Patent and Trademark 
Office for two years and placing attorney on 
probation for five years, is denied, since 
I>etition consists solely of arguments by peti- 
tioner's counsel and is unsupported by any 
evidence, and since **bardship" and **devas- 
tations" which petitioner claims to have suf* 
fered do not constitute ^extraordinary situa- 
tion'" warranting relief, especially since any 
sanction for professional misconduct wiU 
likely result in hardship. 



Petition filed on behalf of Arthur O. Klein 
seeking relief from disciplinary action. Peti- 
tion denied. 

Prior decisions: 6 USPQ2d 1S28, 6 
USPQ2d 1547, 8 USPQ2d 1434, 9 USPQ2d 



William J. Carter, of Carr, Goodson & Lee, 
Washington, D.C., for petitioner. 

Madieck, commisshmer of patrats and 
trademarks. 

William J. Carter, Esq., on behalf of Ar- 
thur O. Klein (petitioner), filed a petition on 
September 13, 1990, seeking relief for peti- 
tioner under 37 CFR §10.170. Section 
10.170 provides for waiver of rules in disci- 



1965 

plinary matters. Petiticms to waive a rule are 
addressed to the discretion of the Patent and 
Trademark Office (PTO). Compare Mobil 
(HI Corp. V. DaFUt^ 448 RSupp 487, 489 n,3, 
198 USPQ 347, 349 n.3 (D.D,C 1978). For 
the reasons given herein, the petition is 
denied. 



Background 

At one time, petitioner was registered to 
practice before PTO. In August of 1984, 
petitioner was charged with several counts of 
professional misconduct in a disciplinary 
proceedingbrought under 35 U.S.C. §32 and 
then 37 CFR §1.348 (1984). Administrative 
Law Judge Hugh J. Dolan (ALJ) recom- 
mended sanctions. In re Klein^ 6 USPQ2d 
1528 (AU 1986). Upon consideration of the 
ALJ's recommendation, then Deputy Com- 
missioner Donald W. Peterson suspended 
petitioner from practice as an attorney be- 
fore pro. In re Klein, 6 USPQ2d 1547 
(CommVPat, 1987). 

The Deputy Commissioner's decision stat- 
ed the terms of petitioner's suspension, in 
pertinent part, as follows (6 uSPQ2d at 
1556): 

(1) The period of suspension is seven 
years; 

(2) Execution of the last five years is 
suspended and petitioner is placed on pro- 
bation for those five years; 

(3) After the first two years and subject 
to the probationary five-year period, peti- 
tioner may be reinstated to practice before 
the Office in patent cases upon compliance 
with 37 CFR §10.160; 

(4) Petitioner may or may not be re^ 
quired by the Director of Enrollment to 
take an examination; 

(5) No application for readmission shall 
be considered in less than two (2) years 
from the effective date of the decision; and 

(6) The effective date of the decision is 
set for thirty days from the decision date 
or, if appealed and sustained, thirty days 
following exhaustion of the appeal 
m-ocess. 

Petitioner sought judicial review (35 
U.S.C. §32), but did not prevail in either the 
district court or the Federal Circuit. His 

?etition for certiorari was denied. Klein v. 
eterson, 696 RSupp. 695, 8 USPQ2d 1434 
(D.D.C. 19881 affd, 866 E2d 412, 9 
USPQ2d 1558 (Fed. Cir.). cert, denied. 

VS , 109 S,Ct, 2432 (1989). 

Petitioner's suspension became effective 
no earlier than March 27, 1989. Thus, under 
the terms of the Deputy Commissioner's de* 
cision, no petition for reinstatement shall be 
considered before March 27, 1991. 



In re Klein 
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Baker HugKes Inc. v. Kirk 
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Louis Milona A Sons, InCr 726 F*2d 734, 
741 (220 USPQ 8451 (Fed, Cir. 1984). In 
other words, a court's determination that an 
accused infringer is entitled to the laches 
defense only precludes the patentee from 
obtaining damages for infringemoit occur- 
ring before the suit was brought. In fact, a 
finding of laches does not completely close 
the door on damages, as it does not prevent 
the patentee from recovering damages for 
any infringement, including use, that may 
occur between the filing of the suit and the 
entry of a final verdict." 

Thus, it is clear that the effect of a finding 
of laches on the plaintiff's recovery is limit- 
ed. Precisely where those limits lie, however, 
is not so clear. No authority discuss^ the 
effect of laches on the future use of units 
whose sale was insulated from liability. Ac* 
cording to the customer defendants, how- 
ever, the policy of discouraging undue delay 
that underlies the laches defense supports 
the application they suggest. While this poli- 
cy is valid,^ it is not so strong as to reouire 
the result the customer defendants urge here. 
Laches is, purely and fundamentally, a retro- 
sepective defense. See Adelberg iMborato- 
ries, Inc, v. Miles, Inc., 921 F.2d 1267, 1272 
[17 USPQ2d 1111) (Fed. Cir. 1990) (noting 
that ^'defense of laches bars only retrospec- 
tive relierO; Honel, 833 F.2d at 1573. ft is 
clear that even in the face of the Court's 
ruling on laches, Odetics can pursue an in- 
junction barring Storagetek from using the 
ATLs in the future. See, e.g., Aukerman, 
960 F.2d at 1041 (citing Leinoff, 726 F.2d 
734). And nothing in this record suggests 
that Storagetek*s customers should be treat- 
ed differently from Storagetek in this regard. 
Moreover, there, is no reason in law or policy 
why Odetics should be precluded from ob- 
taining an injunction against the use of the 
products bv the customer defendants merely 
because those products left Storagetek*8 
hands before Odetics filed this suit. 



^Just such a situation is presented hm, as 
Storagetek has continued to produce, market, and 
sell the accused products since thb suh was filed, 
and the customer defendants have continued to 
use the ATLs they purchased from Storagetek 
earlier. Despite the Court*8 ruling on laches, Ode- 
tics will have the opportunity at trial to recover 
damages for this alleged infringement 

^See, e.g:, Illinois v. Kentucky, 500 U-S. 
380, 388 (1991) (noting that policy behind laches 
doctrine disfavors untimely assertion of rights); 
Macktll V. Casilear, 137 S56, S66 (1890) 
(*The doctrine of laches is. based upon grounds of 
public policy, which require for the peace of 
society the discouragement of stale deniands.**); 
SJE./?., Jobs for Progress, Inc., v. United Stales, 
759 FJd 1, 5 (Fed. Cir. 198S) (same). 



in sum, whether Odetics' delay in fiUng 
suit against defendants is taken as six years 
or three, it was clearly unreasonable in the 
circumstances of this case. Because the delay 
is inexcusable, and because defendants stif- 
fered prejudice from it, this case is an appro- 
priate one in which to apply the doctrine of 
laches. Odetics is therefore barred from reco- 
vering damages from any of these defendants 
for any infringement occurring before June 
29, 1995. 

An appropriate Order has already issued. 

The Clerk is directed to send copies of this 
Memorandum Opinion to all counsel of 
record. 



VS. District Court 
District of Cobmbia . 

Baker Hughes Inc. v. Kirk 

No. 9M571 
Decided November 8, 1995 

JUDICIAL PRACTICE AND 
PROCEDURE 

1. Procedure — JuiBcial review — In gener* 

al (§410.4601) 

Further exhaustion of administrative rem- 
edies is not required prior to federal district 
court's consideration of claim that Patent 
and Trademark Office exceeded its author- 
ity by deciding to consider, without consent 
of patent assi^ee, application for rebsue 
filed by co-assignec, since issue of whether 
Fro lias statutory authority to consider re- 
issue application and determine inventorship 
is legal issue, and court's, review will not be 
aided by further development of factual rec- 
ord, since issue is not one on which agency 
expertise is recjuired, since PTO has taken 
definitive position on issue, and since further 
resort to PTO would thus be futile. 

2. Procedure — Judicial review — In goer* 

al (§410^4601) 

Claim that Patent and Trademark Office 
exceeded its authority by deciding to consid- 
er, without consent of patent assignee, appli- 
cation for reissue filed by co-assignee is suffi- 
ciently ripe for review, since issue presented 
is essentially legal, since further factual de- 
velopment at agcMy level will not help clari- 
fy issue, and since PTO has taken final 
position that it has authority under 35 USC 
251 to consider reissue application without 
co-assignee's consent, and to hold bifurcated 
proceedings to determine ownership of 
patent 
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PATimS 



3. Practice and fmccdurc is Patent aad 
Trademark Office ~ Reissue ^ In gen- 
end (§110.1301) 

Patent and trademark Office exceeded its 
statutory authority by deciding to ccmsider 
applicauon for . reissue filed by one assignee 
01 patent without consent of second assignee, 
since dediira is contrary to plain language 
of 35 use 25 1» which clearly states that 
^^application for reissue may be made and 
sworn to by the assignee of the entire inter* 
est** in patent, since intent underlying statute 
is to protect interests of patent holders by 
requiring that rebsue application be filed by 
assignee of entire iriter^ since dedsibn can- 
not be justified in ground that PTO is simoly 
determining whether filing assignee is in fact 
assignee oi entire interest, and^ince there is 
nothing in legislative history that contradicts 
or calls into question dear language of Sec- 
tion 251. 



Action by Baker Hughes Inc. against Mi- 
chael K. Kirk, acting conunissioner of pat- 
ents and trademarks, for determination that 
Patent and Trademark Office exceeded its 
authority by dedding to consider, without 
consent erf plaintifl^ssipnee, application 
filed by Hydril Ca for reissue of paUnt no. 
4,928,999. On plaintiffs motion for sum* 
mary judgment, and on .defendants motion 
to dismiss or for sumznary judgment Plain* 
tiETs motion granted; matter reoianded to 

pro. 

Charles D. Tetrault and Alden L. Atkins, of 
Vinson & Elkins, Washmgton, D.C.; A.H. 
Evans and Peter E Mims, of Vinson, ft 
Elkins, Houston, Texas; Carl A. Rowold, 
of Baker Hughes Inc., Houston, for 

' plaintiff. 

Teddy S. Gron, associate solidtor, Nanc^ J. 
tinck, solidtor, Fred E. McKdvey, Rich- 
ard Edward Schafer, Albin F. Drost, Ken- 
neth. Tt Corselio, and Linda M. Skoro, 
Patent ft Trademark Office, for 
defendant 

Greene, J« 

Plaintiff, Baker Huahes Incorporated, ini- 
tiated this action agamst Michael. K. Kirk, 
Acting Commissioner of Pataits and Tradcf- 
marks: Plaintiff alleges that defendant's de- 
cision to examine a reissue application for 
United States Patent No. 4,928,999 (the 
- '999 Patent**) filed by Hydril Company 



rHydril*") and to bdd proceedings under 
iht reissue application, to determine inven* 
torship, without the consent of Baker 
Hughes, an assignee of record of the patoit, 
exceed the Patent and Trademark Office's 
rPTO**) statutory authority and should be 
enjoined. Spedfically, plaintiff argues that . 
defendant's actions exceed his statutory au- 
thority and are contrary to law; defendant 
has abused lus discretion and has a^ed arbi- 
trarOy and capriciously and not in accord- 
ance with law; and defendant has violated 
Baker Hughes* due process rights under the 
Fifth Amendment of the United States Con* 
stitution by purporting to decide Baker 
Hughes* property rights in the '999 Patent in 
an ex parte proceeding. 



Background 

On April 30, 1984, Hydril deposited a 
patent application for elastomeric guard seal 
for tubular connections in the PTO. There 
were three joint inventors named in the ap- 
plication. A declaration of inventorship was 
signed on Apnl 24, 1984 by first named joint 
inventor L. Steven Landriault, by, second 
named joint inventor Donald J. Ortloff, and 
by Landriault for third named joint inventor 
Charles A. BoUfrass. All three inventors had 
been working for Hydril at the time that they 
developed Uie subject matter of the patent 
application. 

BoUfrass refused to sigh the dedaraticm of 
inventorship that was required to be at- 
tached to the application. Hydril and the 
other two inventors sought, pursuant to 37 
CFJl. 8 1.47(a), to have the patent applica- 
ticm allowed to proceed withcmt BoUfrass 
joining in the application. Towardb this end, 
Landriault and two Hydril attorneys filed 
declarations that BoUfrass was a joint inven- 
tor of the subject matter of the patent during 
his employment at Hydril, and that BoUfrass 
refused to sign the declaration of inventor- 
ship. Landriault declared that he had signed 
BoUfrass* name to the attached declaration 
pursuant to 37 C.F.R. 1.47(a). 

The PTO aUowed the patent application to 
proceed without BoUfrass* signature. The 
pro informed BoUfrass that he was named 
as joint inventor in the aroUcation, that the 
application had been filed undo* 37 C.F.R. 
1.47(a) and had been granted a fiUng date of 
AprU 30, 1984, and that BoUfrass had the 
same ri^ts under Rule 47(a) as if he had 
joined in the mventor*s declaration. 

On AprU 30, 1984, the PTO recorded 
Landriault's and OrtloS^s assignments of 
their interest in the patent to Hydril. On 
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May 29, 1990 the PTO issued the '999 
Patent* which listed Landriault, Ortlofft and 
Bollfrass as joint inventors^ and Hydril.as 
assignee. On June 18, 1992, Bollfrass as- 
signed his interest in the '999 Patent to 
Baker Hughes, and the PTO recorded the 
assignment. 

Ehiring the course of these events, there 
were two related judicial proceedings. In 
198S, Hydril sued Bollfrass and others in 
Texas state court, alleging that Bollfrass had 
breached his employment agreement with 
Hydril. Part of the relief sought by Hydril 
was that the court order Bolln^ass to assign 
bis interest in the Resilient Seal Invention, 
and any patent applications based on or 
resulting from that invention to Hydril. Hy- 
dril Company v. Charles A. Bollfrass ei aL^ 
No. 85-45-013, 295th Judicial District, Dis- 
trict Court of Harris County, Texas. After a 
jury trial, a final judgment was entered on 
January 6, 1992 in favor of Bollfrass. 

In 1990, after the '999 Patent had been 
issued, Hydril sued Baker Hughes and cer- 
tain of its distributors alleging infringement 
in an action entitled Hydril Co, v. Baker 
Hughes, Inc. et al. Civil Action No. 
H-90-1994 (S.D. Texas) (the "Infringement 
Action'*). Since September 1992, Baker 
Hughes summary judgment motion and Hy- 
dril s opposition thereto have been pending. 

On August 26, 1992, Hydril filed an appli- 
cation with the PTO pursuant to 35 U.S.C. 
§251 seeking reissue of the '999 Patent to 
delete Bollfrass as a named inventor.' Baker 
Hughes did not join the application and has 
not consented to the reissue proceeding. 



" 35 U.S.C §251 provides in relevant part: 

Whenever any i»tcnt is, through error with* 
oat any deceptive intention, deemed wholly or 
partly inoperative or invalid, by reason of a 
defective specification or drawing, or by reason 
of the patentee claiming more or less than he 
had a right to claim in the patent, the Commis- 
sioner shall, on the surrender of such patent 
and the payment of the fee requined law, 
reissue the patent fw the invention disclosed in 
the original patent, and in accordance with a 
new and amended application, for the unex- 
pired part of the term of the original patent. 
No new matter shall be introduced into the 
applicattm for reissue. . 

The provisions of this title relating to appli* 
cations for patent shall he applicable to appli- 
cations for reissue of a patent, except that 
application for reissue may be made and sworn 
to by the assignee of the entire interest if the 
application do» not seek to enlarge the scope 
of the claims of the wiginal patent 

35U5.C.§251 (1988), 



On September 1 7, 1 992, the PTO mailed a 
"notice to file missing parts of application** 
to Hydril because the application did not 
satisfy the requirements of 35 IJ.S.C {251 
for reissue because the application had not 
been made and sworn to by the apfmrent 
assignee of the entire interest in the original 
patent According to PTO records both Hy* 
dril and Baker Hughes were assignees of 
interests in the patent. Hydril petitioned the 
Commissioner to remove the ^notice to file 
missing parts," and to consider the reissue 
oath in its August 26, 1992 application a 
sufficient basis on which to proceed with the 
reissue application. Hydril contended that 
Bollfrass was not an inventor, and therefore 
Baker Hughes ccmld have no interest in the 
patent and is not an assignee. 

The Conunissioner referred HydriPs pett* 
tion to the Assistant Commissioner for Pat* 
ents (the Assistant Commissioner**) for de- 
cision. On January 25, 1993, the Assistant 
Commissioner granted Hydril*s petition and 
vacated the **notice to file missing parts,** 
stating that Hydril, through its submissions, 
had prima facie shown that Bollfrass was not 
an inventor, and thus that Baker Hughes has 
no interest in the -999 Patent. The Assistant 
Conunissioner wrote that his ruling was not a 
final decision by the PTO that Bollfrass and 
Baker Hu^es have no interest in the '999 
Patent, and that the inventorship issue would 
be decided by the Primary Examiner during 
examination of the rebsue application. 

On March 22, 1993, Biaker Hughes* peti- 
tioned the Conrniissioner to vacate the Janu- 
ary 25, 1993 ruling and reinstate tlw ^notice 
to file missing parts,** arguing that (1) 35 
U.S.C. §251 prohibits the Commissioner 
from considering a reissue application filed 
by assignees of less than the entire interest in 
the patent, (2) the issue of an assignee's 
standing to apply for reissue is not a propef 
subject of a petition filed under the 37 
C.FJl- 81*182 provision dealing with ques- 
tions not specifically provided for in the 
regulations; (3) HydrU*s claim that Bollfrass 
had no assignable interest in the '999 Patent 
merged into the final judgment in the Texas 
Action and therefore is barred by the doc- 
trine of res judicata and claim preclusion; 
(4) the Commissioner's decision to resolve 
Baker Hughes* ownership interest in the '999 
Patent in an ex parte proceeding vblated 
Baker Hughes* due process rights; and (5) 
the Commissioner's decision that Hydril had 
made a prima facie showing that Bollfrass 
was not an inventor was bas^ on an incom* 
plete and misleading reowl, and was wrong 
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Docket No. 
YIP0032-US 



Declaration and Power of Attorney For Patent Application 

English Language Declaration 

As a below named inventor, I hereby declare that: 

My residence, post office address and dtizenship are as stated below next to my name, 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, 
first and joint inventor (if plural names are listed below) of the subject matter which is claimed and for 
which a patent is sought on the invention entitled 

CARBURIZATION TREATMENT METHOD AND CARBURIZATION TREATMENT APPARATUS 



the specification of which 
M (check one) 

a 

M B is attached hereto. 

0 □ was filed on as United States ApplteaHon No. or PCX Intemational 

^ Application Number 

^ and was amended on 

. @ — . . 

* (if applicable) 

g I hereby state that I have reviewed and understand the contents of the aliove identified spedfication, 
^ Including the claims, as amended by any amendment refen^d to above. 

m. 

P I acknowledge the duty to disclose to the United States Patent and Trademark Office all information 
fll known to me to be material to patentability as defined in Title 37, Code of Federal Regulations. 
Sectk)n1.56. 

I hereby daim foreign priority benefits under Title 35. United States Code, Section 119{a)-(d) or 
Section 365(b) of any foreign applteation(s) for patent or inventor's certificate, or SecHon 365(a) of 
any PCT International application which designated at least one country other than the United States, 
listed betow and have also identified below, by cheddng the box, any foreign application for patent or 
inventor's certificate or PCT International application having a filing date before that of the application 
on which priority Is dalmed. 

Prior Foreign AppDcation(s) Priority Not Claimed 

2001-16905 JAPAN 05 JUNE 2001 



(Number) (Country) (Day/Monttt/Year FUed) 



(Number) (Country) (Day/MonthA'ear FOed) 



(Number) (Country) (Day/Month/Year Filed) 



□ 
□ 

a 
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I hereby claim the benefit under 35 U.S.C. Section 119(e) of any United States provisional 



appllcation(s] listed below: 


(Application Serial No.) 


(Filing Date) 


(Application Serial No.) 


(Filing Date) 


(Application Serial No.) 


(Rling Date) 



I hereby daim the benefit under 35 U. S. C. SecBon 120 of any United States application(s), or 
Section 365(c) of any PCT International application designating ttie United States, listed below and, 
insofar as tiie subject matter of each of the claims of tiiis application is not disclosed in the prior 
United States or PCT International application In the manner provided by the first paragraph of 35 
U.S.C. Section 112, I acknowledge tiie duty to disclose to the United States Patent and Trademaric 
^ Office all information known to me to be material to patentability as defined in Titie 37, C. F. R., 
6 Section 1.56 which became available between the filing date of tiie prior application and tiie national 
^ or PCT International filing date of this application: 

t 

Q 

6J 

S 



i hereby dedare that all statements made herein of my own knowledge are true and that all 
statements made on infomiation and t>elief are believed to be tnie; and further that these statements 
were made with the knowledge that willful ^se statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the application or any patent issued thereon. 



(Application Serial No.) 


(Filing Date) 


(Status) 






(patented, pending, abandoned) 


(Application Serial No.) 


(Filing Date) 


(Status) 






(patented, pending, abandoned) 


(Application Serial No.) 


(Rling Date) 


(Status) 






(patented, pending, abandoned) 
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POWER OF ATTORNEY: As a named inventor, I hereby appoint the following attomey(s) and/or 
agent(s) to prosecute this application and transact ail business in the Patent and Trademark Office 
connected therewith, (list name and reglstaUon number) 



Michad D. Bednarek, Reg. No« 32^29 
Lawrence J. Gotts, Reg. No. 31,1^ 
Asian Baghdad!, Reg. No. 34^42 
m^beth M. Roesel, Reg. No. 34,878 
David C Isaacson, B£%. No. 38»500 
Michael S. Lee, Reg. No. 41,434 
Steven P. Arnheim, Reg. No. 43,475 
Poh C. Chua, Reg. No. 44,615 
Mlchele Bnrris, Ri^ No. 44,576 
Michael A. Obion, Reg. No. 42,956 
Lawrence D. Eisen, Reg. No* 41,009 



James M. Ross, Reg. No. 42,115 
Michelle Marks, R^ No. 41,971 
Mlchad Colby, Reg. No. 45,816 32,329 
David Sdunickel, RegJ^o* 40,270 
ALL OF SHAW PITTMAN LLP 
1650 TYSONS BOULEVARD 
MCLEAN, VA 22102 



Send Correspondence to: 



B 
B 



n 



MICHAEL D. BEDNAREK 
SHAW PITTMAN LLP 
1650 TYSONS BOULEVARD 
MCLEAN, VA 22102 



Direct Telephone Calls to: (nanm and telephone number) 
Michael D. Bednarek at 703/770-7606 



Full name of sole or first inventor 




HisasyEBIHARA 




Sole or first inventor's signature 


Date 


Resklenoe 




do Dowa Mining Co^ Ltd^ 8-2, Manmonchi l-chome^ Chiyoda-lai, Tokyo, JAPAN 




C(tizensHp 




Japanese 




Post Office Address 




As Above 







FuQ name of second Inv&itor, if any 




JanTAKAHASm 




Second Inventor's sl^iature 


Date 


ResiderKB 




c/o Dowa Mtning Co^ Ltd., 8-2, Manmouchi l-chon^ Chiyoda-kn, Tokyo, JAPAN 




CKizensh!p 




Japanese 




Post Office Address 




As Above 







Form PTO-S&01 (ft^ (Modlfi*^ 



Pstant «mi TrKlemarfc Offlc^^, I^AirriEfn OF OMttl^^ 



Page 4 of 4 



Ful name of third Inventor, If stfry 




FUUlIUUUt AJDwAAtT A 




Third Inventor's signature 


l/clUI 


Residence 




t/0 pom Mining Co^ LtcL, ^2, Manmondii l-<!homey Chiyoda-ka, Tokyo, JAPAN 




Cittzenship 




Japanese 




Post Office Address 




As Above 







Full name of fourth Inventor. If any 
KeUiYOKOSE 



Fourth Inventor's dsr^rs 



Residence 

do Dowa MBning Co., Ltd, S-2, Manmondd 1-chome, Chiyoda-kn, Tokyo, JAPAN 



G 

e 

« 

IS 

a 



Otizenst^p 
Japanese 



Post Office Address 
As Above 



Full name of fifth inv^ttor, if any 
Hidetoshi JURYOZAWA 



Fifth Inventor's signature 



Date 



Residence 

do Dowa Mining Co^ Ltd^ ^2, Maronouchi 1-chome, Chiyoda-kn, Tolgro, JAPAN 



Cmzensh^ 
Japanese 



Post Office Address 
As Above 



Fiil name of sixth InventDT, If any 








Sixth Inventor's signature 




Dale 




Re^dence 


Citizenship 


Post OfSoe Address 









Fom) PTO-S&OI (Hodlfled) 
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